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FINAL ACTION 



1. This action is in response to papers filed 24 March 2003 in which claims 1, 2, 8, 18 and 
18 were amended; claims 36-38 were canceled; and a Declaration filed under 35 U.S.C. 1.132 
by Dr. Alexander Munishkin was submitted. All of the amendments have been thoroughly 
reviewed and entered. The previous rejections in the Office Action dated 15 October 2002 are 
withdrawn in view of the amendments. 

All of the arguments have been thoroughly reviewed but are deemed moot in view of the 
amendments, withdrawn rejections and new grounds for rejection. New grounds for rejection 
are discussed. 

Claims 1-3, 7-23 and 35 are under prosecution. 



Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless ~ 

(a) the invention was known or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the applicant for a 
patent. 

(b) the invention was patented or described in a printed publication in this Or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 



3. Claims 1-3, 7, 10-16 and 18-23 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Linsley et al (U.S. Patent No. 6,271,002, filed 4 October 1999). 
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Regarding Claim 1, Linsley et al disclose an array comprising at least one pattern of 
probe spots stably attached to sites on the surface of a glass support wherein each probe spot 
comprises probes that range in length from 60 to about 120 nucleotides (Column 22, lines 5-11 
and Column 25, lines 32-33). 

Regarding Claim 2, Linsley et al disclose the array wherein two or more different 
targets hybridize to different probe spots (Column 22, lines 31-35). 

Regarding Claim 3, Linsley et al disclose the array wherein each spot hybridizes to a 
different target (Column 23, lines 55-60). 

Regarding Claim 7, Linsley et al disclose the array wherein the probes are covalently 
attached i.e. synthesized onto the support using photolithography (Column 25, lines 59-67). 

Regarding Claim 10, Linsley et al disclose the array wherein the spots do not exceed a 
density of about 1000/cm2 (Column 22, lines 43-47). 

Regarding Claim 11, Linsley et al disclose the array wherein the spots do not exceed a 
density of about 400 /cm2 (Column 22, lines 43-47). 

Regarding Claim 12, Linsley et al disclose the array wherein the spot range from about 
50 to 50,000 in number (Column 22, lines 11-35). 

Regarding Claim 13, Linsley et al disclose the array wherein the spot range from about 
50 to 10,000 in number (Column 22, lines 1 1-35). 

Regarding Claim 14, Linsley et al disclose an array comprising at least one pattern of 
probe spots covalently attached i.e. via photolithography (Column 25, lines 59-67) to sites on 
the surface of a support wherein each probe spot comprises probes that range in length from 
60 to about 120 nucleotides (Column 22, lines 5-11 and Column 25, lines 32-33). 

Regarding Claim 15, Linsley et al disclose the array wherein the array comprises ten or 
more different spots each of which hybridize to a different target (Column 22, lines 31-35) 

Regarding Claim 16, Linsley et al disclose the array wherein each spot hybridizes to a 
different target (Column 23, lines 55-60). 
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Regarding Claim 18, Linsley et al disclose the array wherein the oligonucleotides range 
from about 65 to 90 nucleotides in length (Column 22, lines 5-9). 

Regarding Claim 19, Linsley et al disclose the array wherein the spots do not exceed a 
density of about lOOO/cm^ (Column 22, lines 43-47). 

Regarding Claim 20, Linsley et al disclose the array wherein the spots do not exceed a 
density of about 400/ cm2 (Column 22, lines 43-47). 

Regarding Claim 2 1 , Linsley et al disclose the array wherein the spot range from about 
50 to 50,000 in number (Column 22, lines 11-35). 

Regarding Claim 22, Linsley et al disclose the array wherein the spot range from about 
50 to 10,000 in number (Column 22, lines 11-35). 

Regarding Claim 23, Linsley et al disclose an array comprising at least one pattern of 
probe spots that does not exceed about 400 spots /cmP- covalently attached i.e. via 
photolithography (Column 25, lines 59-67) to sites on the surface of a glass support wherein 
each probe spot comprises probes that range in length from 65 to about 90 nucleotides 
(Column 22, lines 1-11 and Column 25, lines 32-33). 



4. Claims 1, 7, 8, 10, 11, 14, 18-20 and 23 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Chrisey et (U.S. Patent No. 5,688,642, issued 18 November 1997). 

Regarding Claim 1, Chrisey et al disclose an array comprising at least one pattern of 
probe spots stably attached to sites on the surface of a glass support (Column 7, lines 21-27) 
wherein each probe spot comprises probes that range in length from 60 to about 120 
nucleotides (Column 8, lines 46-47 and Claim 14). 
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Regarding Claim 7, Chrisey et al disclose the array wherein the probes are covalently 
attached (Example 9, Column 14, line 46-Column 15, line 37). 

Regarding Claim 8, Chrisey et al disclose the array wherein the probes are crosslinked 
to the solid support (Example 9, Column 14, line 46-Column 15, line 37). 

Regarding Claim 10, Chrisey et al disclose the array wherein the spots do not exceed a 
density of about lOOO/cm^ i.e. lOOp m x lOOp m features (Example 7, Column 13, line 60- 
Column 14, line 11). 

Regarding Claim 1 1, Chrisey et al disclose the array wherein the spots do not exceed a 
density of about 400/cm2 i.e. lOOp m x lOOp m features (Example 7, Column 13, line 60- 
Column 14, line 11). 

Regarding Claim 14, Chrisey et al disclose an array comprising at least one pattern of 
probe spots covalently attached to sites on the surface of a support wherein each probe spot 
comprises probes that range in length from 60 to about 100 nucleotides (Column 8, lines 46-48 
and Example 9, Column 14, line 50-Column 15, line 37). 

Regarding Claim 18, Chrisey et al disclose the array wherein the oligonucleotides range 
from about 65 to 90 nucleotides in length (Column 8, lines 46-48 and Claim 14). 

Regarding Claim 19, Chrisey et al disclose the array wherein the spots do not exceed a 
density of about lOOO/cm^ i.e. lOOp m x lOOp m features (Example 7, Column 13, line 60- 
Column 14, line 11). 

Regarding Claim 20, Chrisey et al disclose the array wherein the spots do not exceed a 
density of about 400/cm2 i g lOOp m x lOOp m features (Example 7, Column 13, line 60- 
Column 14, line 11). 

Regarding Claim 23, Linsley et al disclose an array comprising at least one pattern of 
probe spots that does not exceed about 400 spots /cmP- (Example 7, Column 13, line 60- 
Column 14, line 1 1). covalently attached to sites on the surface of a glass support (Column 7, 
lines 21-27) wherein each probe spot comprises probes that range in length from about 65 to 
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about 90 nucleotides (Column 8, lines 46-48 and Example 9, Column 14, line 50-Column 15, 
line 37). 



Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

6. Claims 1-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ebersole et 
al (U.S. Patent No. 6,037,127, filed 26 November 1997). 

Regarding Claim 1, Ebersole et al disclose an array comprising at least one pattern of 
probe oligonucleotide spots stably attached to the surface of a solid glass support (Column 20, 
lines 1-7) wherein each probe spot comprises a probe composition made up of long 
oligonucleotide probes that range in length from 10 to 300. nucleotides (Column 13, lines 21- 
26) and they specifically teach oligonucleotide probes of 45-57 (Example 7, Column 33, line 25- 
Column 34, line 52). Ebersole et al do not specifically teach the probe range of 60 to about 
120. However, The courts have stated where the claimed ranges "overlap or lie inside the 
ranges disclose by the prior art" and even when the claimed ranges and prior art ranges do not 
overlap but are closed enough that one skilled in the art would have expected them to have 
similar properties, a prima facie case of obviousness exists (see In re Wertheim, 541 F.2d 257, 



Application / Control Number: 09 / 440,829 Page 7 

Art Unit: 1634 

191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990); 
Titanium Metals Corp, of America v. Banner, 778 F.2d 775. 227 USPQ 773 (Fed. Cir. 1985) (see 
MPEP, 2144.05 I.). Therefore, the claimed ranges of 60-120 which lie inside the ranges of 
Ebersole et al are obvious in view of the teaching of Ebersole et al because one of ordinary 
skill in the art would have expected the 57-mer of Ebersole et al and the instantly claimed 60- 
mer to have similar functional properties. 

Regarding Claim 2, Ebersole et al disclose the array wherein two or more different 
target nucleic acids hybridize to different probe spots in said pattern (Column 33, lines 36-45). 

Regarding Claim 3, Ebersole et al disclose the array wherein each probe spot in said 
pattern hybridizes to a different target nucleic acid (Column 33, lines 36-45). 

Regarding Claim 7, Ebersole et al disclose the array wherein each of said long probes 
are covalently attached to said surface of said substrate (Column 33, lines 30-35). 

Regarding Claim 8, Ebersole et al disclose the array wherein each of said long probes is 
crosslinked to the surface of said support (Column 33, lines 30-35). 

Regarding Claim 9, Ebersole et al disclose the array wherein each of said probes is 
crosslinked to the surface at at least two sites e.g. probe p3 is crosslinked on Capture Zone 1, 
strips A through G (Column 33, lines 36-45 and Fig. 12). 

Regarding Claim 10, Ebersole disclose the array wherein the spots on the array do not 
exceed a density of about lOOO/cm^ (Column 19, lines 38-55 and Fig 12). 

Regarding Claim 11, Ebersole disclose the array wherein the spots on the array do not 
exceed a density of about 400/cm2 (Column 19, lines 38-55 and Fig 12). 

Regarding Claims 12 and 13, Ebersole et al teach the array comprising at least one 
pattern of probe oligonucleotide spots stably attached to the surface of a solid support wherein 
each probe spot comprises a probe composition made up of long oligonucleotide probes that 
range in length from about 50 to 100 nucleotides (Example 7, Column 33, line 25-Column 34, 
line 52) wherein the number of spots is at least 21 (see Fig. 12) but they do not teach the 
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number of spots range from about 50 to 50,000 (Claim 12) and from about 50 to 10,000 (Claim 
13). However, the courts have stated that when a claimed device recites change in shape, size 
or dimension of a prior art device, the claimed device is not patentably distinct from the prior 
art device (531 F.2d at 1053, 189 USPQ at 148; In Gardner v. TEC Systems, Inc., 725 F.2d 
1338, 220 USPQ 777 (Fed. Cir. 1984),cert. denied, 469 U.S. 830, 225 USPQ 232 (1984). 
Therefore, the claimed range of spots i.e. from about 50 to 50,000 (Claim 12) and from about 
50 to 10,000 (Claim 13) is not patentably distinct from the array of Ebersole et al. Additionally, 
it would have been obvious to one of ordinary skill in the art at the time the claimed invention 
was made to modify the array comprising 2 1 spots of Ebersole et al. useful for detecting 
multiple analytes in a sample and to increase the number of spots to 50 to thereby include 50 
known analyte-specific nucleic acids for the expected benefit of providing an array useful for 
detecting multiple clinically important analytes. 

Regarding Claim 14, Ebersole et al disclose an array comprising at least one pattern of 
probe oligonucleotide spots stably attached to the surface of a solid support wherein each 
probe spot comprises a probe composition made up of long oligonucleotide probes that range in 
length from about 60 to 100 nucleotides i.e. 45-57 (Column 13, lines 21-26 and Example 7, 
Column 33, line 2 5- Column 34, line 52). 

Regarding Claim 15, Ebersole et al teach the array wherein two or more different target 
nucleic acids hybridize to different probe spots in said pattern (Column 33, lines 36-45) but 
they do not teach the array comprises ten or more different probe spots each of which hybridize 
to a different target. However, the courts have stated that when a claimed device recites 
change in shape, size or dimension of a prior art device, the claimed device is not patentably 
distinct from the prior art device (531 F.2d at 1053, 189 USPQ at 148; In Gardner v, TEC 
Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed, Cir. 1984),cert. denied, 469 U.S. 830, 225 
USPQ 232 (1984). Therefore, the claimed number of different spots i.e. ten or more is not 
patentably distinct from the array of Ebersole et al. Additionally, it would have been obvious to 
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one of ordinary skill in the art at the time the claimed invention was made to modify the array 
comprising three different target-specific spots of Ebersole et al. useful for detecting multiple 
analytes in a sample and to increase the number of different spots to at least 10 to thereby 
include 10 known analyte-specific nucleic acids for the expected benefit of providing an array 
useful for detecting multiple clinically important analytes. 

Regarding Claim 16, Ebersole et al teach the array wherein each probe spot in said 
pattern hybridizes to a different target (Column 33, lines 36-45). 

Regarding Claim 17, Ebersole et al teach the array wherein two or more spots in said 
pattern hybridize to the same target (Column 33, lines 36-45). 

Regarding Claim 18, Ebersole et al teach the array wherein the oligonucleotide probes 
that range in length from about 60 to 90 nucleotides i.e. 47-57 (Example 7, Column 33, line 
25-Column 34, line 52) and they teach the probes range in size from 10 to 300 (Column 13, 
lines 21-26) which clearly suggests the claimed range of from about 65-90. It would have been 
obvious to one of ordinary skill in the art at the time the claimed invention was made to modify 
the probe length of Ebersole et al using routine experimentation based on the suggested probe 
lengths taught by Ebersole (i.e. 10 to 300; Column 13, lines 21-26) and to derive an optimal 
probe length (e.g. 65-90) for the expected benefits of maximizing probe function. It is noted 
that In re Alter, 220 F.2d 454,456, 105 USPQ 233,235 states where the general conditions of a 
claim are disclosed in the prior art, it is not inventive to discover the optimum by routine 
experimentation . 

Regarding Claim 19, Ebersole disclose the array wherein the spots on the array do not 
exceed a density of about lOOO/cm^ (Column 19, lines 38-55 and Fig 12). 

Regarding Claim 20, Ebersole disclose the array wherein the spots on the array do not 
exceed a density of about 400/cm2 (Column 19, lines 38-55 and Fig 12). 

Regarding Claims 21 and 22, Ebersole et al teach the array comprising at least one 
pattern of probe oligonucleotide spots stably attached to the surface of a solid support wherein 
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each probe spot comprises a probe composition made up of long oligonucleotide probes that 
range in length from about 50 to 100 nucleotides (Example 7, Column 33, line 25-Column 34, 
line 52) wherein the number of spots is at least 21 (see Fig. 12) but they do not teach the 
number of spots range from about 50 to 50,000 (Claim 21) and from about 50 to 10,000 (Claim 
22), However, the courts have stated that when a claimed device recites change in shape, size 
or dimension of a prior art device, the claimed device is not patentably distinct from the prior 
art device (531 F.2d at 1053, 189 USPQ at 148; In Gardner v. TEC Systems, Inc., 725 F.2d 
1338, 220 USPQ 777 (Fed. Cir. 1984),cert. denied, 469 U.S. 830, 225 USPQ 232 (1984). 
Therefore, the claimed range of spots i.e. from about 50 to 50,000 (Claim 12) and from about 
50 to 10,000 (Claim 13) is not patentably distinct from the array of Ebersole et al. Additionally, 
it would have been obvious to one of ordinary skill in the art at the time the claimed invention 
was made to modify the array comprising 2 1 spots of Ebersole et al. useful for detecting 
multiple analytes in a sample and to increase the number of spots to 50 to thereby include 50 
known analyte-specific nucleic acids for the expected benefit of providing an array useful for 
detecting multiple clinically important analytes. 

Regarding Claim 23, Ebersole et al disclose an array comprising at least one pattern of 
probe oligonucleotide spots of a density that does not exceed about 400/ cm^ covalently 
attached to the surface of a solid glass support (Column 20, lines 1-7) wherein each probe spot 
comprises a probe composition made up of long oligonucleotide probes that range in length 
from about 65 to 90 nucleotides i.e. 45-57 (Example 7, Column 33, line 25-Column 34, line 52) 
and they teach the probes range in size from 10 to 300 (Column 13, lines 21-26) which clearly 
suggests the claimed range of from about 65-90. It would have been obvious to one of ordinary 
skill in the art at the time the claimed invention was made to modify the probe length of 
Ebersole et al using routine experimentation based on the suggested probe lengths taught by 
Ebersole (i.e. 10 to 300; Column 13, lines 21-26) and to derive an optimal probe length (e.g. 65- 
90) for the expected benefits of maximizing probe function. It is noted that In re Alter, 220 F.2d 
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454,456, 105 USPQ 233,235 states where the general conditions of a claim are disclosed in the 
prior art, it is not inventive to discover the optimum by routine experimentation. 



7. Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ebersole et al 
(U.S. Patent No. 6,037,127, filed 26 November 1997) in view of Stratagene (catalog, 1988. page 
39). 

Regarding Claim 35, Ebersole et al teach an array comprising at least one pattern of 
probe oligonucleotide spots stably attached to the surface of a solid glass support (Column 20, 
lines 1-7) wherein each probe spot comprises a probe composition made up of long 
oligonucleotide probes that range in length from about 50 to 100 nucleotides i.e. 45-57 
(Example 7, Column 33, line 25-Column 34, line 52) but they do not teach the array in a kit. 
Stratagene catalog teaches a motivation to combine reagents into kit format (page 39). It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to combine the array of Ebersole et al into a kit format as discussed by Stratagene 
catalog since the Stratagene catalog teaches a motivation for combining reagents of use in an 
assay into a kit, "Each kit provides two services: 1) a variety of different reagents have been 
assembled and pre-mixed specifically for a defined set of experiments. 2) The other service 
provided in a kit is quality control" (page 39, column 1). 



Response to Arguments 

8. Applicant relies on the Declaration by Alexander Munishkin to overcome the above 
obviousness rejection over the teaching of Ebersole. 
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9. The Declaration under 37 CFR 1.132 filed 24 March 2003 is insufficient to overcome 
the rejection of claims 1-23 and35 based upon Ebersole et al as set forth in the last Office 
action. Ebersole et al teach their probes range in length from 10 to 300 bases (Column 13, 
lines 21-26). Furthermore, they teach an embodiment wherein the probes are 57 nucleotides 
in length (Example 7, Column 33, line 25-Column 34, line 52). 

The evidence provided in the Declaration illustrates an improved signal as the probe ' 
length increases from 40 to 100 nucleotides in length (Exhibit B) and improved signal of 80- 
mers compared to 200-700mers (Exhibit C). The claims are drawn to probe lengths of 60 to 
120 and the prior art exemplifies 57mers. The Declaration does not provide evidence that the 
claimed 60-120 length provides an unexpectedly improved signal over the 57mer known in the 
art. As such, the Declaration does not provide sufficient evidence to illustrate unexpected 
results for the claimed probe lengths and to overcome the obviousness rejection in view of the 
teaching of Ebersole et al . 



Conclusion 

10. No claim is allowed. 

1 1 . Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to BJ Forman whose telephone number is (703) 306-5878. The examiner can normally be 
reached on 6:30 TO 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Gary 
Benzion can be reached on (703) 308-1 1 19. The fax phone numbers for the organization where this 
application or proceeding is assigned are (703) 308-4242 for regular communications and (703) 308-8724 
for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or proceeding should 
be directed to the receptionist whose telephone number is (703) 308-0196, 




BJ Forman, Ph.D. 

Patent Examiner 
Art Unit: 1634 
June 17, 2003 



